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This article has been aimed at understanding the concept of secret prior art, factors 

affecting the consideration of secret prior art, its treatment within major patenting 

systems, and further comparing the different patenting systems with regards to the 

approach they follow for treatment of secret prior art. 
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1. Introduction 

Patent offices throughout the world 

determine the patentability of an 

invention by benchmarking the claimed 

invention against the state of the art. 

Broadly speaking, the state of the art is 

defined as  

“Anything made available to the public in 

any way, anywhere in the world, prior to 

the critical date of the priority or filing date 

(although some exceptions may apply, 

e.g. due to a grace period).” 

According to the popular belief, art that is 

known to the public would have a patent-

defeating effect or will act as a prior art 

while determining the patentability of an 

invention by the patent office. However, 

this is not absolutely correct. There could 

be a pending patent application lying in 

the patent office that is not yet published 

(or present in public domain), but still is 

capable of posing a serious threat to the 

patentability of the invention. This type of 

prior art is often termed as Secret Prior 

Art. 

1.1. What is Secret Prior Art?  

A patent application is kept secret during 

the period between filing and publication. 

Thus, it is possible that two or more patent 

applications having the same subject 

matter or claiming the same invention, get 

filed in between the period of the 

application date and publication date of 

first filed patent application (Figure–I).  

The applicants of the later filed 

applications have no means to be aware of 

the first filed patent application, at the 

filing stage of their applications. 

Nevertheless, such earlier filed patent 

application will have patent defeating 

effect and can act as an applicable prior 

art for the later filed applications. This 

type of prior art is termed as secret prior 

art. Some of the other interesting names 

by which the secret prior art is addressed 

are ‘‘previously filed, subsequently 

published applications’’, ‘‘conflicting 

applications” and “Non-published prior 

rights”. 

The term "Secret Prior Art” can be stated 

as “A prior art that is not available in the 

public domain as of the filing date or 

invention date of the relevant patent”.  

One of the most important points for 

consideration is that secret prior art can 
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be used for patentability restriction only 

on territorial basis. In every country, 

secret prior art can be utilized for posing 

patentability restrictions only on national 

patent applications as foreign applications 

are ignored (i.e. a US application cannot 

act as secret prior art against an EP patent 

or vice versa). 

1.2.  How is secret prior art different 

from normal prior art? 

The following table outlines the key 

differentiator between normal prior art 

and secret prior art. 

1.3.  What are the important 

requirements for any prior art to be 

considered as Secret Prior Art?  

Different patenting systems have different 

approaches towards consideration of 

secret prior art. In fact, in some patenting 

systems, secret prior art is not at all 

considered as a valid prior art, for 

example, Thailand. But broadly speaking, 

in order to qualify as a valid secret prior 

art, the following listed requirements need 

to be met.  

Type of Application: The earlier filed 

application has to be a patent or a utility 

model 

Publication: The earlier filed application 

has to be published after the filing of later 

filed application 

Same/Similar Invention: The invention 

claimed in later 

application has to be 

explicitly/substantially 

disclosed in the earlier 

application.  

Different Applicant or 

Inventor: Applicants or 

inventors of the 

applications have to be 

different 

Same territory filing: 

Secret prior art or non-

published prior rights are 

territorial rights. Hence, 

earlier filed application 

will have patent 

defeating affect for later filed application 

only in the territory where it is filed.   

1.4. Why Secret Prior Art or Non-

published prior rights are important? 

http://www.winsomeip.com/
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The major reasons behind using a secret 

prior art within a patent system are 

outlined below: 

Monopoly for the first to contribute 

knowledge: The use of secret prior art 

helps in rewarding the first person to 

contribute knowledge. Therefore, avoiding 

patenting an already disclosed subject 

matter. 

Avoid Double Patenting: The use of secret 

prior art helps in avoiding grant of two 

patents for the same invention.  

Avoid Multiple Infringement Damages: 

Countries protect their citizens from 

multiple infringement suits or royalty 

payments on a single invention.  

Avoid time limit extension of exclusive 

rights provided by patent: Countries 

protect their citizens from unfair time 

period extension of patents. 

1.5. What are the various approaches 

for considering Secret Prior Art? 

Patent systems throughout the world 

adopt different approaches to consider 

secret prior art. Generally there are two 

approaches to utilize secret prior art 

against all third parties as well as against 

the applicant. 

Whole content approach: This is the most 

widely accepted approach; some of the 

biggest patenting systems such as 

Europe, USA and Japan use this approach. 

In this approach, the entire text/content 

of the first filed patent application is 

utilized as prior art against the claimed 

subject matter of later filed patent 

applications.  

For instance, let us consider a hypothetical 

scenario wherein an Applicant-I filed a 

patent application by disclosing subject 

matter A & B and claims covering subject 

matter A only. Prior to the publication of 

patent application filed by Applicant-I, 

another patent application claiming 

subject matter B was filed by Applicant II. 

(Figure II) 

In this case, if patenting authority applies 

the Whole-content approach, the later 

filed patent application of Applicant-II will 

not be considered novel over the earlier 

filed patent application of Applicant I and 

hence, Applicant II will be denied patent 

rights.  This can be ascribed to the fact 
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that the claimed subject matter of the 

patent application filed by Applicant-II 

(i.e. B) was already disclosed in the 

description of the earlier filed patent 

application of Applicant-I.   

Prior Claimed approach: This is the less 

accepted approach; some of the patenting 

systems such as India, Vietnam, and 

Switzerland use this approach for 

considering secret prior art. 

In this approach, only the claimed subject 

matter of the prior filed patent application 

is utilized as prior art against the claimed 

subject matter of later filed patent 

applications.  

In the above mentioned case scenario 

(Figure-II), if patenting authority applies 

the Prior-claimed approach, the later filed 

patent application of Applicant-II will be 

considered novel over the earlier filed 

patent application of Applicant-I and 

hence, Applicant II will be eligible for 

patent rights.  This can be ascribed to the 

fact that the claimed subject matter of 

patent application filed by Applicant II (i.e. 

B) was not claimed in the earlier filed 

patent application of Applicant I.    

1.6. Which approach for considering 

the Secret Prior Art is better? 

Each of the two approaches discussed 

above have their pros and cons. But, until 

the examination process for prior filed 

patent application is completed, the scope 

of claims of the prior application can be 

changed/amended. This poses a 

challenge, as the examination for the later 

applications cannot be conducted until the 

examination process of the prior 

application is completed. However, if 

whole content approach is used, there is 

no such restriction and examination of 

later filed applications can be performed 

by considering the description of earlier 

filed patent application.  Thus, whole-

content approach gives maximum range 

of the scope of claims of the prior 

application. 

1.7.  What is Self-Collision? 

It is a well understood fact that in most of 

the jurisdictions, an earlier  filed patent 

application is considered a valid prior art 

against a later filed pending patent 

application filed by a third party. However, 

there is an issue when the later filed 

pending application is filed by the same 

inventor or applicant as that of the earlier 

filed patent application. This scenario led 

to the origin of the term self-collision. 

The term self-collision in the patent 

system means that the earlier filed patent 

application will be used against the later 

filed pending patent application even if it 

is filed by the same inventor or applicant.  

On the other hand, the term anti-self-

collision means that the earlier filed patent 

application will not be used against the 

later filed pending patent application if it 

is filed by the same inventor or applicant.   

To illustrate it further, consider a 

hypothetical scenario wherein an 

Applicant-I filed a patent application by 

disclosing subjected matter A & B and 
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claims covering subject matter A only. 

Prior to the publication of first filed patent 

application, Applicant-I filed another 

patent application claiming the subject 

matter B. So, in this scenario, if the 

patenting system applies Anti-self-

collision policy, the later filed patent 

application of Applicant-I will get patent 

rights as well (provided it meets other 

criteria for patentability) and the first filed 

patent application of  Applicant-I will not 

act as a secret prior art (Figure III).  

Please note that Anti-self-collision does 

not mean that double patenting is allowed. 

It is mainly for inventions related to 

improvement and divisional applications. 

Anti-self-collision allows the same 

inventor or applicant to later claim an 

invention that was originally disclosed 

(either explicitly or inherently) in an 

earlier filed application. 

2. Treatment of Secret Prior Art in 

EPO: 

In Europe, secret prior art is considered in 

accordance with Article 54(3) of EPC. In 

light of Article 54(3) of EPC, the earlier 

filed and later published applications pose 

novelty bar for later filed patent 

applications.  

Some of the important aspects of secret 

prior art consideration in EPO are outlined 

below 

Novelty or Inventive Step Consideration: 

Secret prior art can be used for novelty 

determination of later filed patent 

application. But, it is not allowable for 

inventive step attack. (Article 56 of EPC) 

Whole-content Or Prior-Claimed 

Approach: EPO and most other EPC 

contracting states use whole-content 

approach for consideration of secret prior 

art. However, Switzerland and 

Liechtenstein apply the prior claiming 

approach for consideration of secret prior 

art.  

Jurisdiction Restriction: The prior rights 

which arise due to secret prior art are 

jurisdiction specific. For instance an earlier 

filed DE patent application can act as a 

secret prior art for later filed DE 
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application only and not for any other EPC 

contracting state (Figure - IV) 

By same argument, an earlier filed FR 

application will not acts as a secret prior 

art for later filed DE patent application 

(Figure-V).  

Self-Collision: EPO follows self–collision 

policy i.e. in Europe, an earlier-filed later-

published application may present a 

novelty bar not only against others, but 

also against the inventor himself.  

The self-collision along with whole content 

approach makes EP laws extremely harsh 

from applicant’s perspective. However, 

while assessing the novelty of later filed 

applications, EP patent examiners use 

very strict and restrictive approach mainly 

to avoid self-collision or accidental 

anticipation. In order to be considered as 

secret prior art, the claimed invention of 

later filed application needs to be explicitly 

disclosed in the earlier filed application 

and usually equivalents are not considered 

(T167/84). 

Publication Requirement: 

A patent application that 

does not proceed to 

publication does not 

contribute knowledge to 

the public and therefore, is 

not included in the 

category of prior rights.  

In case,  the application gets withdrawn or 

is deemed to be withdrawn prior to the 

date of publication, but 

gets published because 

the preparations for 

publication had been 

completed, the 

application will become 

state of art from its date 

of publication and not from the date of 

filing. Therefore, this type of art will not 

be treated as secret prior art  

Euro-PCT applications:  Prior filed and 

later published Euro-PCT applications can 

be considered as valid secret prior art 

once they enter European phase (Figure-

VI). The European phase entry of PCT 

application requires fulfilment of the 

following listed conditions 

• International application needs to be 

published in an official language of the 

EPO, or, in the alternative, a translation of 

the application into one of the EPO official 

languages needs to be filed, and such 

translation needs to be published by the 

EPO; and  
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•  the filing fee pursuant to Rule 159 (1)(c) 

must have been paid.  

National Applications as Secret Prior art 

for EP application: National applications 

pending in an EPC contracting state have 

a prior right effect against a European 

patent application filed later for that 

contracting state, as though the European 

patent application had been a national 

application. These applications do not 

form a bar to the grant of a European 

patent, but constitute a ground 

of revocation in the contracting state 

concerned.  

Same day Application: It is highly unlikely 

that two different applicants file for a 

same invention on exactly same effective 

date. But, if this happens, then both the 

applicants can get patent rights provided 

they meet the other requirements 

regarding the patentability of their filed 

invention.  

If an applicant files 

more than one 

European patent 

application claiming 

the same subject 

matter, designating 

the same states and 

having same filing or 

priority date and 

relate to same 

invention, the EP 

office instructs the 

applicant to amend 

the applications in 

such a way that they 

no longer claim the 

same invention, or choose which one of 

the applications should proceed to grant. 

Double Patenting: Under the EPC, there is 

no specific provision that would prohibit 

double patenting. According to EPC, there 

is no legitimate interest of the applicant in 

proceedings leading to the grant of a 

second patent for the same subject 

matter. 

Treatment of Secret Prior Art in EPC 

Contracting States: Article 54(4) EPC 

relates to the treatment of secret prior art 

or non-published prior rights within 

Europe. According to this article, European 

patent application can be treated as secret 

prior art only if a contracting state 

designated in respect of the later 
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application, was also designated in respect 

of the earlier application. (Figure – VII) 

 

2.1. Effect of EPC-2000 reforms:  The 

EPC 2000 which entered into force on 

December 13, 2007 has major effect on 

the treatment of secret prior art within 

Europe. In accordance with these new 

reforms article 54(4) EPC 1973 is deleted.  

Therefore, for European patent application 

filed after December 13, 2007 there is no 

designation restriction. Any prior 

European application which is published 

on or after the filing date of a subsequent 

application now constitutes prior art in all 

EPC contracting states, regardless of the 

details of designation. (Figure – VIII) 

This new reform is considered 

less applicant friendly but from 

operation perspective, they are 

much more convenient to apply.  

3. Treatment of Secret 

prior art in USPTO:  

USPTO has undergone major reforms after 

AIA, therefore we will discuss the 

treatment of secret prior 

art in two parts i.e. Pre 

AIA and after AIA. 

3.1. Treatment of 

Secret Prior Art Pre 

AIA:  

In USA, secret prior art 

is considered in accordance with 35 U.S.C. 

102(e) of US patent laws. 

Some of the important aspects of secret 

prior art consideration in USPTO are 

outlined below 

Novelty/Obviousness Consideration: In 

US, secret prior art can be used for both 

novelty and obviousness considerations, 

which is not the case with other patenting 

systems such as Europe, Japan and India. 

Whole-Content Approach: USPTO follows 

whole content approach for secret prior art 

consideration matters. 

Foreign Priority: U.S. 

application for § 102(e) 

purposes is limited to its 

earliest U.S. filing date as 

earlier foreign priority 

dates are not considered. 
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This is in accordance with the Hilmer 

Doctrine (Figure - IX). 

Anti-Self Collision: US laws protect the 

patent applicants from self-collision and 

follows Anti-self-collision rules. The earlier 

filed and later published application will 

not act as secret prior art against the later 

filed applications 

if they have same 

inventive entity. 

However, Pre-AIA 

35 U.S.C. 102(e) 

is applicable even 

if there are some 

inventors in 

common between the application and the 

reference.  

PCT applications: Amendment of American 

Inventors Protection Act of 1999 has 

affected the treatment of PCT applications 

under section § 102 (e).   

Before November 29, 2000 - PCT 

application which designate US and gets 

published in English can be considered as 

secret prior art, but the § 102(e) date for 

such applications is the US filing date 

(Figure-X). 

On or after November 29, 2000 - PCT 

application which designate US and gets 

published in English can be considered as 

secret prior art, but the § 102(e) date for 

such applications is the international filing 

date or an earlier filing date (i.e. foreign 

application from which priority is sought). 

(Figure –XI) 

To qualify as secret prior art, published 

international applications must designate 

the US, but need not to enter into the US 

national phase.  This is different from the 

scope of secret prior art in many other 

countries such as India, and China. 

3.2. Treatment of Secret Prior Art 

after AIA: 

The Leahy-Smith America Invents Act 

(AIA) which was signed into law in 

September 2011 and implemented on  

March 16, 2013 makes a number of 

changes to U.S. patent law.  The 

prohibition of secret prior art which was 

formerly contained in 

§102(e) is now in 

§102(a)(2). 

The most significant 

change implemented by 

AIA is the abolishment of 

Hilmer Doctrine. This step 
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makes US patent with foreign priority 

claim a much stronger prior art. This can 

be ascribed to the fact that after AIA, US 

patent applications with foreign priority 

claims will act as secret prior art as of their 

earliest effective foreign filing date.  

The AIA also eliminates the requirement 

that a published PCT application 

designating the United States be 

published in English.   

4. Treatment of Secret Prior Art in 

Japan: 

In Japan, secret prior art is considered in 

accordance with Article 29b of the 

Japanese Patent Law. One of the 

interesting differences between Japanese 

patent system and other systems is that 

Japanese patent laws allow the use of 

applications for registration of utility 

models as secret prior art along with 

regular patent applications.  

Some of the important aspects of secret 

prior art consideration in JPL are outlined 

below: 

Publication Restriction: To be considered 

as valid secret prior art, the earlier filed 

application needs to get published either 

in Patent Gazette in Japan or as 

international patent publication 

designating Japan after the filing date of 

later application.  

Anti-Self-Collision: Japanese patent law 

rules follow anti-self-collision. However, 

all applicants are required to be exactly 

the same between the two applications. 

In a hypothetical scenario, the earlier filed 

application is the outcome of joint 

research program and later an applicant 

or inventor, who was part of joint research 

program, filed another patent application 

independently. In this case, the earlier 

filed application of the applicant or 

inventor (outcome of joint research) can 

act as secret prior art against the later 

filed application. However, if applicants or 

inventors are the same, then the issue of 

“Self-Collision” does not apply in Japan. 

Novelty/Obviousness Consideration: The 

secret prior art cannot be used for 

obviousness considerations as it only 

poses bar for novelty of inventions. 

PCT Applications: International patent 

applications which designate Japan and 

get published as international publications 

can act as secret prior art for later filed 

Japanese applications. In case, such an 

international application is filed in foreign 

language (i.e. other than Japanese), the 

international application will be treated as 

secret prior art only when translations are 

submitted. 

Same Date Applications: In a rare 

scenario, if two or more applications 

claiming the same invention get filed on 

same date, only one applicant will be 

eligible for patent rights protection. Patent 

office will select the applicant based on the 

consultation between the applicants filing 

the patent applications. In case no 

agreement is reached through the 

consultation or when the consultation is 
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unable to be held, no one will get patent 

protection rights for the invention.  

5.  Treatment of Secret Prior Art in 

India 

In Indian patent act 1970, the provision of 

secret prior art is referred in section 13 (1) 

(b).  Indian patent laws differ from other 

major patenting systems with regards to 

the approach for consideration of secret 

prior art. In India, prior-claimed approach 

is used instead of whole content approach. 

Therefore, secret prior art constitutes 

earlier filed, but unpublished claimed 

inventions. 

6.  Comparison & interesting aspects 

of secret prior art consideration in 

Europe, USA, Japan and India:  

Some important aspects of secret prior art 

consideration in Europe, USA, Japan and 

India are outlined in the appended Table.  

 Europe USA Japan India 

Relevant 

Article/section 
Article 54(3) 

EP Law 

Pre AIA: 35 

U.S.C. §§ 

102(e)(1) 

and (2) 

 

Post AIA: 35 

U.S.C.  
§102(a)(2) 

Article 29-2 S. 13(1) b of 

Patent act 1970 

Approach Whole 

content 
approach 

Whole 

content 
approach 

Whole 

content 
approach 

Prior claims only 

Poses bar on Novelty only Novelty 

&non-
obviousness 

Novelty  Novelty  

Self-Collision Self-

Collision 

Anti-self-

collision 

Anti-self-

collision 

Self-Collision 

(Prior claimed 

approach) 

Requirements 

for PCT for 

consideration as 

secret prior art 

European 

phase entry 

& 

publication 

in an official 

language of 

the EPO 

PCT 

designated 

US published 

in English 
(Pre AIA) 

PCT 

designated 

US published 

in any 

Language 
(Post AIA) 

PCT 

designated 

Japan & 

submission 

of 
translation  

On national 

phase entry 

Consideration of 

foreign priority 

for effective 

filing date 

Yes Pre AIA : No 

 

Post AIA : 
Yes 

Yes Yes 
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7.  Some interesting facts about 

treatment of secret prior art within 

different patenting systems 

• EPC laws differ from that of the United 

States and Japan with regard to the 

issue of self-collision.  

• In US, secret prior art can be used for 

novelty and obviousness bars 

• In Japan, secret prior art includes 

regular patent applications as well as 

registration of a utility model.  

• In Thailand, there are no provisions for 

earlier filed, unpublished applications 

to be prior art against later filed 

applications. 

•  In Japan, for anti-self-collision all 

applicants are required to be same 

between the earlier filed and later filed 

applications. 

• In China, secret prior art consideration 

involves whole content and self-

collision. Further, PCT applications can 

be considered as valid secret prior art 

only after national phase entry into 

Republic of China. 
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